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MIRROLIKE MFG. CO., INC. V. DEVOE & RAYNOLDS, INC. 4 


MrrrotikE MANUFACTURING Co., INc. v. Devor & Rayno ;ps, INc. 
United States District Court, Southern District of New York 


September 24, 1923 


TRaDE-Marks—INFRINGEMENT—“MiRROLIKE” FOR PotisH—INCAPABLE OF Ex- 

CLUSIVE APPROPRIATION Because Descriptive. 

Although the words “Mirrolike” and “Mirrolac,” used on goods of 
the same descriptive properties, are so similar as to cause confusion, 
plaintiff cannot, on the ground of its registration of the word 
“Mirrolike” as a trade-mark for furniture, floor and automobile polish, 
maintain suit for infringement against the use by defendant of the 
word “Mirrolac” for like goods, inasmuch as the former mark is 
altogether too descriptive to be a valid trade-mark. 

In equity. On motion by plaintiff for preliminary injunction 


in an alleged infringement of trade-mark. Denied. 


Wm. D. Gaillard and C. A. L. Massie, both of New York City. 
for defendant. 
James L. Steuart, of New York City, for plaintiff. 


Hoven, D. J.: The action is brought on a technical trade- 
mark (No. 108,722, dated February 22, 1916). It is between 
residents of the same state. Jurisdiction is derived solely from the 
act of registration. 

What was registered was the word “Mirrolike’” printed in a 
peculiar manner and surrounded by an ornamental device. Such 
trade-mark plaintiff's assignor said had been “adopted and used 
* * * for furniture, floor and automobile polish.” 

Defendant has confessedly used the word ‘“Mirrolac” as the 
name for a substance which it is said “Stains and varnishes in 
one operation.” It further asserts that Mirrolac under favorable 
conditions will “dry hard over night with a high gloss.” 

I have no doubt that the two words are so much alike, and 
their use so similar, that, if plaintiff's trade-mark is valid, defend- 
ant has infringed by using a substantial portion of it. 

It is argued that since defendant uses nothing but the word, and 
in respect of design, style of printing, color, etc., there is no sim- 
ilarity between what plaintiff puts out and what defendant has 


produced, that this case is within Hutchinson v. Loewy, 163 Fed. 
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42. I do not think it necessary to pass on this point, for I shall 
assume without holding that plaintiff's trade-mark is of such a 
nature that it can be infringed by the use of a word similar (within 
the cases) to Mirrolike; and that such infringement will exist irre- 
spective of style of print, content, color scheme and other extra- 
neous or surrounding circumstances. This is certainly all that 
plaintiff could ask. 

Having made this assumption, I am of opinion that Mirrolike 
as applied to a polish is altogether too descriptive to be a valid 
trade-mark. 

On this fundamental finding there is little if anything to add 
to what I was privileged to say for the court in Hercules, etc., Co. 
v. Newton, 226 Fed. 169 (C. C. A. Second [10 T. M. Rep. 198]). 

Mirrolike is more than suggestive; it is, in my judgment, 
“merely descriptive”; therefore, under the statute it is bad. 

Plaintiff seems to me to be impaled on the horns of a dilemma; 
if it asserts that its trade-mark is good because Mirrolike is pecu- 
liarly printed and surrounded by a diagram or ornamental scroll, 
then what the defendant has used does not infringe. But if it 
asserts, as it does, that its trade-mark is essentially the made-up 
word “Mirrolike,” its trade-mark is bad because descriptive only. 

Plaintiff's motion is denied and defendant’s is granted. 


AtuminuM Goops Mere. Co. v. Buckeye ALumMinum Co. 
United States District Court, Northern District of Ohio 


May 26, 19238 


Unrairn Competition—Goopns Mane Unover Invauin Patents—Use sy Com- 

PETITOR OF SimILar Design—Lack or SeconpArY MEANING—Dis- 

MISSAL, 

Where plaintiff, who manufactured aluminum ware under patents 
proven invalid, offered no evidence to show that it had established 
any good-will in the form of its ware, or any secondary meaning 
attaching thereto, it cannot maintain a charge of unfair competition 
against the use of a practically identical form of aluminum ware by 
the defendant. 
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In equity. Action for patent infringement and unfair com- 
petition. Bill dismissed. 


Brown, Boettcher & Dienner, of Chicago, Ill., and F. O. Richer 
and B. D. Watts, both of Cleveland, Ohio, for plaintiff. 
Frease & Bond, of Canton, Ohio, for defendant. 


WestennHAveER, District Judge: This is a patent infringement 
suit, charging infringement of eight design patents, Nos. 48,560, 
51,144, 51,145, 53,809, 58,454, 55,187, 55,479 and 55,480, and 
also unfair competition by manufacturing and selling imitations of 
the articles to which the designs are applied. On hearing, No. 
51,145 appeared not to be infringed and was withdrawn. All were 
applied for and issued to one Walter Luttringhaus. Title is now 
in plaintiff. No. 48,560 is a design for a coffee percolator. No. 
51,144 is a design for a tea kettle. No. 53,809 is for a Berlin 
kettle. No. 53,454 is also for a Berlin sauce pan. No. 55,187 is 
for a cookery pot. No. 55,479 is for a preserving kettle. No. 
55,480 is also for a Berlin kettle. The body of these articles is 
made of aluminum. Plaintiff, two years prior to the application 
dates therefor, made these articles with rounded bodies. The de- 
sign for which the patents were issued consists merely in imposing 
a belt of panels around the body of each of them. In manufactur- 
ing, the bodies are first drawn from aluminum metal, and the 
paneling is then stamped thereon. 

Plaintiff’s charge of unfair competition is not sustained. De- 
fendant, it is true, is making and selling articles of paneled alu- 
minum ware substantially if not exactly similar. Plaintiff’s com- 
plaint is that when its ware was first placed on the market, it com- 
manded a price of $1.20 a dozen more than similar round ware, 
but that as a result of competition it has since been obliged to 
reduce the differential to 60 cents a dozen. This reduction and 
the competition of other paneled ware which produced it took place 
before defendant began to make and sell its paneled aluminum 
ware. Hence the charge of unfair competition rests solely upon 
the fact that plaintiff first began to make and sell paneled alu- 
minum ware. If plaintiff has not a valid patent, the public is 
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entitled to the benefit of this reduction in price. As was said by 
Mr. Justice Brown in Pope Mfg. Co. v. Gormully, 144 U. S. 224, 
234, 12 Sup. Ct. 632, 636 (36 L. Ed. 414): 


“It is as important to the public that competition should not be re- 
pressed by worthless patents, as that the patentee of a really valuable 
invention should be protected in his monopoly.” 

The Wagner aluminum ware was being made and marketed 
before plaintiff began to make and sell. No evidence is offered 
tending to show that the design or appearance of plaintiff's ware 
has acquired a secondary meaning as indicating the origin of the 
product. No evidence is offered tending to show that plaintiff had 
established any trade or good-will in the present form of its alu- 
minum ware under cover of which defendant, or anyone else, might 
by fraud or confusion of goods sell its product under favor of any 
public knowledge or public reputation of plaintiff's product and 
thereby appropriate to itself some part of plaintiff's good-will or 
business. These are elements essential to the support of a charge 
of unfair competition. 

The cases in which unnecessary imitation of non-functional 
parts has been considered as an important or a vital factor in sus- 
taining a charge of unfair competition, even if correctly decided. 
have no application in this situation. This case falls clearly within 
the following decisions of the Circuit Court of Appeals of this 
circuit: Computing Scale Co. v. Standard Computing Scale Co. 
118 Fed. 965, 971, 55 C. C. A. 459; Globe-Wernicke v. Macey Co., 
119 Fed. 696, 56 C. C. A. 304; Rathbone-Sard & Co. v. Champion 
Steel Range Co., 189 Fed. 26, 110 C. C. A. 596, 87 L. R. A. (N. S.) 
258 [1 T. M. Rep. 259]; Detroit Show Case Co. v. Kawneer Mfg. 
Co., 250 Fed. 2384, 162 C. C. A. 870 [8 T. M. Rep. 327]. The 
decision in Howard Dustless Duster Co. v. Carleton (C. C.) 185 
Fed. 999 [1 T. M. Rep. 110], cited by plaintiff, was recalled and 


disapproved by the judge who delivered it, in 187 Fed. 472. The 


’ 


principles of Rathbone, Sard & Co. v. Champion Steel Range Co., 
requiring priority of appropriation and establishment of a trade- 


name or appearance as essential to the law of unfair competition, 
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are supported by Theo. Rectanus v. United Drug Co. (6 C. C. A.) 

226 Fed. 545, 141 C. C. A. 801 [16 T. M. Rep. 28]; Hanover 

Star Milling Co. v. Metcalf, 240 U. S. 403, 36 Sup. Ct. 357, 60 

L. Ed. 718 [6 T. M. Rep. 149]; United Drug Co. v. Rectanus Co., 

248 U. S. 90, 89 Sup. Ct. 48, 63 L. Ed. 141 [9 T. M. Rep. 1]. 
Plaintiff’s bill will be dismissed, at its cost. 


Nore: The portion of the opinion relating to the patent infringement 
is here omitted. Ep. 


FEDERAL System oF Bakeries oF AMERICA, INc., A DELAWARE 
CoRPORATION, AND FEDERAL System OF Bakeries, INC., 
a Uran Corporation v. J. Bacuracu, OTHER- 
wIsE KNown as J. M. Backrack 


United States District Court for the Western District of 


Pennsylvania 
October 23, 1923 


Trape-Marks—Unrairn Competirion—“FeperaL” ror Breap—Use sy Li- 
CENSEES—No Inter-State Use—Sratvus or Trape-Marx Dovsrru. 
—DIsMISSAL. 

Where plaintiffs, owners of a patented equipment and baking 
machinery, licensed numerous bakeries throughout the United States 
to use such machinery and their registered trade-mark “Federal” in 
connection with the baking and sale of bread which, however, had no 
inter-state sale, the right of the former to preliminary injunction 

against the use by defendant of the word “Federal” on bread similarly 
made, is doubtful, inasmuch as the latter bought its baking equipment 
in open market, and, moreover, the use of the mark by plaintiffs’ li- 
censees, some four hundred in number, makes it doubtful whether the 
mark is used to point out definitely the maker and origin of the goods. 


Elder W. Marshall, of Pittsburgh, Pa., for plaintiff. 
Jo. Baily Brown and W. 8S. Mazey, both of Pittsburgh, Pa., 
for defendant. 


ScHoonMAKER, District Judge: The plaintiff has filed a bill 
in equity asking an injunction against the defendant from using 


a trade-mark, the word ‘Federal,’ and moving for a preliminary 
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injunction. A hearing was had on this motion, testimony in behalf 
both of the plaintiff and the defendant was received. 

From the evidence offered at this hearing, on motion for a 
preliminary injunction, we find that the plaintiff, the Federal 
System of Bakeries of America, Inc., a Delaware corporation, hav- 
ing its principal place of business at Davenport, Iowa, is the owner 
by assignment of the trade-mark, the word “Federal,” as applied 
to bread. 

This plaintiff is also the owner of a patented equipment and 
baking machinery, by the use of which the trade-mark ‘Federal’ 
is stamped on bread baked by the use of this equipment. This 
plaintiff has three stores in the State of Illinois, where it makes 
and sells bread over its counter, marked with this trade-mark. 

This plaintiff also has granted to a large number of persons, 
firms and corporations throughout the United States, a license to 
use its patented baking machinery and equipment, its trade-mark 
and its formula for making bread, stamping thereon, when baked, 
the word “Federal” covered by the trade-mark, registered, of this 
company. 

Neither this plaintiff nor the licensees of this plaintiff are 
engaged in interstate commerce in the sale of bread, but sell bread 
over their own counters. Among the licensees of this plaintiff, 
Federal System of Bakeries of America, a Delaware corporation, 
is the other plaintiff, Federal System of Bakeries, Inc., a corpora- 
tion organized and existing under the laws of the State of Utah, 
which plaintiff owns and operates nine bakeries in Pittsburgh and 
other towns in the Pittsburgh district, at all of which bread is 
made according to the formula aforesaid and by the use of the 
equipment aforesaid, and sold to the trade over the counter at the 
respective bakeshops of this plaintiff. 

The defendant became possessed in the open market of baking 
machinery and equipment covered by the letters-patent of the 
plaintiff, Federal System of Bakeries of America, Inc., a Delaware 
corporation, and in connection therewith, the bread pans whereby 


the word “Federal” is stamped on bread in process of baking, and 
is using such equipment in the baking of bread at its bakery in 
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Millvale Borough, Allegheny County, Pennsylvania, and is selling 
bread therefrom stamped with the word “Federal.” 

On this state of facts, the court is asked for a preliminary 
injunction to restrain the defendant pending final hearing, from 
stamping the bread baked by him with the word “Federal.” To 
justify this preliminary injunction the plaintiffs have not merely 
the burden of proof, but must establish a prima facie case free 
from every reasonable doubt. Hartford v. Western, 172 Fed. 676; 
Dick v. Barnett, 277 Fed. 423. 

We are not convinced that the plaintiff is in this case seized 
of a right free from doubt or reasonable dispute, and we are, 
therefore, of the opinion that we should not, pending the final 
hearing in this case, disturb rather than preserve the status quo 
by granting this preliminary injunction. Ordinarily, preliminary 
injunctions are made to preserve the status of the parties pending 
hearing, but here we are asked to give affirmative relief in advance 
of the determination of the real merits of the case. The plaintiff 
has not, in our opinion, so clearly established his rights as to en- 
title him to a preliminary injunction. The ordinary office of a 
trade-mark, as we understand it, is to point out definitely the maker 
or the origin of the goods to which it is affixed. This is so stated 
by the Supreme Court of the United States in Canal Co. v. Clark, 
13 Wall. 311; United Drug Co. v. Rectanus, 248 U. S. 90 [9 T. M. 
Rep. 1]; Hanover v. Metcalf, 240 U. S. 403 [6 T. M. Rep. 149]. 

Now, here we have a plaintiff who is admittedly only the 
maker of the bread to which this trade-mark is applied at its 
bakery in Illinois, seeking to enforce its trade-mark in Pennsyl- 
vania, and while it is true that the plaintiff, the Federal System 
of Bakeries of America, Inc., a Delaware corporation, has licensed 
the other plaintiff, Federal System of Bakeries, Inc., a Utah cor- 
poration, to use its baking system and its trade-mark in the Pitts- 
burgh district, it has done the same thing with a number of other 
persons, firms and corporations throughout the United States, who 
are licensed to use this patented equipment as well as to use its 
trade-mark. So it would appear to be doubtful whether the trade- 
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mark is longer used to point out definitely the maker and origin of 
the goods to which it is affixed. 

So far as we can ascertain, this precise question has never 
been determined by the court. Hopkins, in his admirable work 
on Trade-Marks (Article 26, Page 59), indicates this precise ques- 
tion as probably the most important question concerning trade- 
mark rights which have not yet been adjudicated by the courts. 

As we recall the evidence, there were some four hundred dif- 
ferent persons and corporations throughout the United States who 
are using this patented equipment for the making of bread in their 
own bakeries, which they stamp with the word “Federal” and sell 
over their counters. It seems very doubtful to us whether this 
bread is in fact entitled to the protection of the trade-mark of the 
plaintiff, or whether the plaintiff can license this number of cor- 
porations and individuals to use its trade-mark for the purpose 
of identifying bread baked by them, as “Federal.” We do not 
care at this time to express a conclusive opinion on this point, but 
merely to indicate that, in our opinion, the rights of the plaintiff 
are not so clear as to justify us in awarding a preliminary injunc- 
tion. 

We are, therefore, of the opinion that the motion for a pre- 
liminary injunction must be denied. A decree may be submitted 


accordingly. 


PreEEKSKILL THEATRE, INc. v. ApvANcE THEATRICAL Co. or New 


YorK, ET AL. 
(200 N. Y. Suppl. 726) 


New York Supreme Court, Appellate Division 


July 6, 1923 


Trape-Marks AND TrapE-Names—Unrai Competirion—No Ricur to In- 
TERFERE WitH Free Competirion To INCREASE Prorirs. 

Both under the common law and the New York General Business 

Law, § 304, a party is allowed free competition unhampered by a 

wrongful interference of third parties even for the purpose of securing 

greater profits to themselves. j 
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Unram Competirion—Conspmacy—Conspirators LiIaABLeE FOR RESULTING 
DAMAGES. 


A deliberate conspiracy by defendants, for the purpose of ruining 
plaintiff, a motion picture theater corporation, to prevent it from 
obtaining films, not only renders defendants liable to criminal proseu- 
tion under Penal Law, § 580, but makes them liable personally for 
plaintiff's damages. 

In equity. From an order denying plaintiff's motion for an 
injunction, plaintiff appeals. Order reversed, and motion granted. 


Nathan Burkan, of New York City, for appellant. 

Guthrie, Jerome, Rand & Kresel, of New York City (Wm. 
Travers Jerome, of New York City, of counsel, and 
William Rand, Jr., of New York City, on the brief), for 
respondents. 


Before Crarke, P. J., and Smiru, Merrett, McAvoy, and 
MartTIn, JJ. 


Smitu, J.: The injunction asked for seeks to enjoin the 
defendants, and all persons acting in concert with them or under 
their direction during the pendency of the action, from in any 
way urging, advising, requesting, inducing, or coercing, or attempt- 
ing so to do, distributors of motion pictures not to deal with plain- 
tiff, or to cease dealing with the plaintiff, or to bring about the 
breaking of contracts between producers and distributors of motion 
pictures and the plaintiff; and generally from the doing of all acts 
complained of in the complaint herein; and for such further relief 
as may seem just and proper. 

Under the papers it appears that the Peekskill Theatre was 
constructed and operated for the purpose of the exhibition of mov- 
ing pictures. Its proprietors were warned by individual defend- 
ants, before the building was built, that they would have trouble 
in getting films to exhibit. After the building was completed and 
when the plaintiff was ready to exhibit such pictures, it made 
various contracts with various producing firms for films, which con- 
tracts were broken through the procurement and inducements of 
the defendants Bernstein, Schenck, and Mitchell, who are the of- 


ficers of Loews, Inc. 
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From the papers the conclusion is inevitable that it was the 
determined effort of these men to prevent the plaintiff from secur- 
ing pictures and ruining its business. The individual defendants 
were officers of Loews, Inc., as vice-president, general manager, 
and booking agent, and were interested in the Colonial Theatre, a 
rival theater in said city; and plaintiff has been heavily damaged 
by its failure to produce films for exhibition through the interfer- 
ence of these several defendants. The argument of this motion 
at this late day in the session makes impossible a full discussion 
of the legal principles governing this case, and of the evidence 
to support the conclusions reached in this opinion. I can simply 
state the conclusions of fact from which follow the conclusions of 
law which are to guide us in our determination. 

The distinction between lawful and unlawful competition and 
the resultant interference with another’s business is not in any way 
obscure. The motive of the defendants is clearly shown, both by 
their acts, and by their statements, that they would ruin the plain- 
tiff’s business and not allow the plaintiff to procure films for ex- 
hibition. That the defendants represent powerful interests aggra- 
vates rather than mitigates their unlawful acts. Both by the com- 
mon law and by our statute a party is allowed free competition 
unhampered by the wrongful interference of third parties, even 
for the purpose of securing greater profit to themselves. General 
Business Law, § 340 (as amended by Laws 1918, c. 490, and 
Laws 1921, c. 712); Pomeroy, Eq. Jur. §§ 20-24. The action of 
the individuals, in their deliberate conspiracy to prevent the plain- 
tiff from obtaining these films for the purpose of ruining the plain- 
tiff, not only renders those defendants liable to criminal prosecu- 
tion, but makes them liable personally for all damages which the 
plaintiff has suffered; and the plaintiff is not confined to his action 
at law for damages; but the strong arm of equity can stop this 
unlawful interference by injunction; and to this equitable power 
plaintiff has appealed. 

Many cases are cited in the appellant’s brief which not only 
condemn the practice of the defendants, but establish without doubt 
both their criminal and civil responsibility therefor. Where a 
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wrong is being perpetrated for malicious purposes, the court will 
not look for technical reasons to refuse relief; but, on the other 
hand, speedy relief should be granted, both that the plaintiff may 
be protected and that the public may learn that the principles of 
fair play and free competition are a part of the fundamental and 
the statutory law of this state and nation. 

In Kellogg v. Sowerby, 98 App. Div. 124, 87 N. Y. Supp. 
412, the law is stated that it is a crime under the laws of this state 
for two or more persons to conspire to do any act injurious to 
trade or to commerce. That the prevention of competition in busi- 
ness is an act injurious to trade in contemplation of law is held in 
People v. Sheldon, 189 N. Y. 251, 384 N. E. 785, 28 L. R. A. 221, 
36 Am. St. Rep. 690. Section 580 of the Penal Law makes it a 
crime to prevent another from exercising a lawful trade or calling, 
or to do any other act, by force, threats, intimidation, or to inter- 
fere or threaten to interfere with the tools, implements, or property 
belonging to or used by another, or with the use or employment 
thereof. In Finnegan v. Butler, 112 Misc. Rep. 280, 182 N. Y. 
Supp. 671, the rule is held. In Newton Co. v. Erickson, 70 Misc. 
Rep. 291, 126 N. Y. Supp. 949, affirmed 144 App. Div. 989, 129 
N. Y. Supp. 1111, Justice Blackmar granted an injunction in an 
action wherein it was claimed that the defendants, members of a 
union, had conspired to destroy the plaintiff's business by a boy- 
cott. In Davis v. Zimmerman, 91 Hun, 489, 491, 836 N. Y. Supp. 
303, 304, it was held: 

“Protection of property is guaranteed by the Constitutions of the 
United States and the State of New York, and it is the duty of the courts 
to enforce these guarantees. The business of a person conducted accord- 
ing to law is a property right. [Citing 61 Hun, 571.] In that case Mr. 
Justice Daniels held that a loss resulting from a suspension or interrup- 
tion of a lawful business was an injury to property, and his opinion was 
adopted by the Court of Appeals (133 N. Y. 649; State v. Stewart, 59 Vt. 
273; Barr v. Essex Trade Council, 30 Atl. Rep. 881). A Court of Equity 
has jurisdiction to restrain by injunction the carrying out of a conspiracy 


to destroy or injure property, and the court is not deprived of its power 
because the acts are criminal.” 


It was held in Roseneau v. Empire Circuit Co., 181 App. Div. 
429, at page 440, 115 N. Y. Supp. 511, that malicious attempts 
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leading to the violation of contracts to the injury of parties is 
illegal and will not be tolerated, and to this law cases are cited. 
In Schlesinger v. Quinto, 201 App. Div. 487, at page 497, 194 
N. Y. Supp. 401, at page 409, it is stated that— 

“It has been repeatedly held that when a person knowingly and in- 
tentionally interferes with an express contract between two persons, and 
induces one of them to break that contract, the party injured can maintain 
an action against the wrongdoer.” 

Any act on the part of these producers, however, in refusing 
to carry out their contracts to furnish films to the plaintiff, induced 
by the defendant, Loews, Inc., for the purpose of ruining the 
business of the plaintiff, gives a right of action against them as well 
as against those who wrongfully induced such action for the damage 
that they suffered. 

Further authorities which sustain this conclusion are found in 
Standard Engraving Co., Inc. v. Volz, 200 App. Div. 758, 193 
N. Y. Supp. 881; Posner Co. v. Jackson, 223 N. Y. 325, at page 
333, 119 N. E. 578; Motion Picture Patents Co. v. Universal Film 
Manufacturing Co., 235 Fed. 398, 400, 401, 148 C. C. A. 660; 
United States v. American Linseed Oil Co., 43 Sup. Ct. 607, 67 
L. Ed. , decided by the United States Supreme Court, June 
4, 1923; United States v. Motion Picture Patents Co. (D. C.) 225 
Fed. 805; American Steel Foundries v. Tri-City Central Trades 
Council, 257 U. S. 204, 42 Sup. Ct. 72, 66 L. Ed. 189; Hitchman 
Coal & Coke Co. v. Mitchell, 245 U. S. 229, 88 Sup. Ct. 65, 62 
L. Ed. 260, L. R. A. 1918C, 497, Ann. Cas. 1918B, 461; Auburn 
Draving Co. v. Wardell, 227 N. Y. 1, 124 N. E. 97,6 A. L. R. 901. 

Loews, Inc., are properly included within the injunction, be- 





cause its principal officers interested in this rival theater have used 
the corporation for the purpose of accomplishing their unlawful 
purposes, and these officers have made the corporation a party to 
the conspiracy. As for the other corporations named as defend- 
ants, while they probably could not be enjoined from breaking 
a contract if that alone were involved, nevertheless, if this contract 
were broken as a part of the conspiracy for the purpose of effectuat- 
ing the boycott of the plaintiff's theater, they are equally guilty 
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with the individuals who have thus used them and made them a 
party to their scheme. That individuals may combine for the 
betterment of their own interests is unquestioned, as long as they 
confine their acts to those that are lawful, and as long as they do 
not interfere with the legal rights of a party against whom their 
action is aimed. ‘There is no statutory or common law that per- 
mits a combination of parties, either capitalists or laborers, to 
effect an illegal purpose, even for the betterment of their own 
conditions. It may be that, as against these combinations, laborers 
have less protection except through combinations; but even then, 
they are given no immunity to infringe the rights of others, that 
either the common law or the statutes have granted them. It is 
claimed that there is no malice here shown, but only a desire to 
protect the defendants’ interest by all their acts of which com- 
plaint is made; but the law condemns all acts trespassing upon 
the legal rights of others as malicious, as matter of law, and will 
grant reparation in damages, or an injunction where those damages 
are not capable of specific measurement. 

This interference must be stopped, and the courts will have 
no difficulty either by injunction or, if necessary, by the adminis- 
tration of the criminal law, to prevent these unlawful acts. The 
courts have little patience with those who trifle with clear legal 
rights of another. 

The order should be reversed, with $10 costs and disburse- 
ments, and an injunction should be issued restraining all parties 
from inducing the violation of any contracts made between the 
plaintiff and any film producers. 

The injunction should further provide that the individual de- 
fendants and Loews, Inc., should be restrained from inducing in 
any manner, directly or indirectly, film producers not to supply 
their films to the plaintiff corporation, except as and when they 
may need them for their own exhibition, and an injunction should 
be granted restraining the other corporation defendants from re- 
fusing to sell to the plaintiff corporation any films for the purpose 
of boycotting the plaintiff and preventing the plaintiff from doing 
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business, or for the purpose of assisting actors in accomplishing 
said purposes, and from conspiring with the co-defendants or 
actors to deprive plaintiff of the films necessary to plaintiff's 
business. 

Order reversed, with $10 costs and disbursements, and motion 
for injunction granted. Order filed. All concur. 


CitizENs’ WHOLESALE Suppty Co. v. DOWNING, ET AL. 
(140 N. E. Rep. 683) 


Supreme Court of Ohio 
April 24, 1923 


Trape-Marxs aNp Trape-NamMes—Unrair Competirion—Names or Trap- 
inc Companies HeLp Nor so SrmILaR as TO WarRAntT INJUNCTION. 

The name “Consumers’ Wholesale Supply Company” is, in the 
absence of intentional deception, not so similar to the name “Citizens’ 
Wholesale Supply Company” as to be reasonably calculated to confuse 
or deceive the public and does not warrant the issuance of an injunc- 
tion against its use. 

SaME—SAME—APPEAL AND Error. 

On writ of error, the Supreme Court will not weigh the evidence, 
but will adopt the finding of the Court of Appeals on questions of 
fact. 

Decree for defendants was affirmed by the Court of Appeals, 


and plaintiff brings error. Affirmed. 


The plaintiff below, the Citizens’ Wholesale Supply Com- 
pany, brought suit for an injunction against the defendant Wayne 
Downing, seeking to prevent him from the use of his firm name, 
the Consumers’ Wholesale Supply Company. 

After a full hearing upon the issues joined and the evidence 
submitted, the common pleas court denied the right to that injunc- 
tion, upon the ground that the evidence in the case clearly showed 
not only no intentional deception upon the part of the defendant, 
but no reasonable probability of the public being in any wise 


confused or deceived by reason of any similarity in the names or 
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in the methods of using them in connection with the business of 
the respective parties. 

The court of common pleas, in its opinion, therefore found 
as follows: 

“Finding that confusion and deception is not liable to result from 
any similarity in the names of these parties, I have reached the conclusion 
that the plaintiff on the issues made on the pleadings and evidence has 


no right to the equitable relief demanded, and its petition is accordingly 
dismissed.” 


Thereupon an appeal was taken to the Court of Appeals, 
where the case was submitted upon the transcript of the testimony 
below, together with the additional testimony taken in the appel- 
late court. 

The following is the finding of the Court of Appeals, as stated 
in the opinion: 

“An examination of the authorities satisfies us that in the absence of 
proof of actual fraud or acts amounting to proof of actual unfair dealings 
that the two names are not so similar as to make out a clear case for an 
injunction. We think this is especially true when the system or method 
of doing business is so substantially different as the methods disclosed 
by the evidence. * * * 

“Upon a consideration of the entire record we are of the opinion 


that the same decree should be rendered in this court as was rendered in 
the court below.” 


Error is now prosecuted to this court to reverse the judgment 
below. 


Williams & Nash, of Columbus, Ohio, and P. §. Karshner, 
of Adelphi, Ohio, for plaintiff in error. 

Hogan, Hogan § Hogan and J. L. Stanton, all of Columbus, 
Ohio, for defendants in error. 


Per Curtam. This case was admitted into this court in the 
belief that the question presented was one of law dealing vitally 
with the subject of unfair trade, which has received most important 
consideration in modern days, not only in the field of commerce, 
but in the form of the courts. When the cause was submitted on 
its merits and the record was more fully examined, it became clearly 
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apparent that the judgment below turned entirely upon the evidence 


in the case. 

Under the evidence, as found by the courts below, there is 
clearly no intentional deception, and there is nothing in the names 
themselves that would be reasonably calculated to confuse or de- 
ceive the public. 

We will not weigh the evidence, and are therefore compelled 
to adopt the finding in that behalf by the court below. 

By reason thereof the judgment of the Court of Appeals is 
affirmed. 

Judgment affirmed. 


MarsHa.., C. J., and WANAMAKER, JONES, Day, and ALLEN, 


JJ., concur. 


Vick CHemicaL CoMpPpANY Vv. SHELOR 
(315 O. G. 811) 


United States Patent Office 
March 31, 1923 


Trapve-Marxks—“Vapo-FumMe” ann “Vaporus’’—OpposirioN—SIMILARITyY. 
Where the attorney for applicant, the only witness appearing in 

his behalf, testified that an ignorant negro or uneducated person 
might possibly purchase “Vapo-Fume” in place of “Vaporub,” Held 
that this is sufficient to raise a doubt whether the marks are sufficiently 
similar to be mistaken for each other in the trade, and the doubt must 
be resolved against the applicant. 
Trade-mark opposition. Appeal from a decision of the Ex- 

aminer of Interferences. Affirmed. 


Frank F. Reed, Edward S. Rogers, Francis L. Browne, 
Francis M. Phelps, and Dudley Browne, all of Chicago, 
Ill., for Vick Chemical Company. 

Monroe E. Miller, of Washington, D. C., for Shelor. 


FeNNING, Assistant Commissioner: This is an appeal from 


the action of the Examiner of Interferences sustaining an opposi- 
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tion filed by the Vick Chemical Company against an application 
to register ““Vapo-Fume”’ on a trade-mark for a medical preparation. 
Opposer has priority of use, with respect to substantially the same 
goods, of the mark “Vaporub.”” The only witness appearing in 
behalf of applicant is his attorney, Miller. He testifies: 

“It may be true that an ignorant negro or uneducated person, such 
as spoken of, with such emphasis by Mr. Richardson, might possibly pur- 
chase ‘Vapo-Fume’ in place of ‘Vaporub’.” 

This is sufficient to raise a doubt as to whether the marks are 
sufficiently similar to be mistaken for each other in the trade and 
the doubt must be resolved against applicant, who is the newcomer. 

The Examiner of Interferences is affirmed and the opposition 


is sustained. 


J. I. Case TuresHuinc Macuine Company v. EaGre Motor Truck 


CorRPORATION 
(315 O. G. 811) 


United States Patent Office 
April 7, 1923 


Trape-Marxs—“Eacie” ror AvtTomMoBILes AND Motor TrucKs—OppositiIon 

—Recistration Givinc Broaper Ricgnt THan Opposer’s, OBTAINED 

BY Earuier ReGistration, REFusep. 

Where the opposer relies upon the prior registration of its trade- 
mark representing an eagle standing on a globe, but the applicant 
sets forth a long list of registrations of marks including an eagle 
with a distinguishing design applied to the same class of goods, such 
registrations having been made long prior to the date of use claimed 
by the opposer, Held that, since applicant’s mark consists of nothing 
but the representation of an eagle and the word “Eagle,” to register 
such a mark would give, theoretically, a broader right to the applicant 
than that which, in view of the prior registration, the opposer can 
maintain, and the opposition is sustained. 


Trade-mark opposition. Appeal from a decision of the Ex- 


aminer of Interferences. Affirmed. 


James A. Walsh and Jacobi & Jacobi, of Washington, D. C., 
for J. I. Case Threshing Machine Company. 
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Lee W. Mida, of Chicago, Ill., for Eagle Motor Truck Cor- 


poration. 


KINNAN, First Assistant Commissioner: This is an opposition 
filed under the provisions of Section 6 of the Trade-Mark Act of 
February 20, 1905, by the J. I. Case Threshing Machine Company 
against the registration of the mark “Eagle” by the Eagle Motor 
Truck Corporation. 

The opposer relies upon its registration, No. 90,679, of its 
trade-mark representing an eagle standing on a globe picturing the 
world, used on automobiles. The opposer is regarded as the owner 
of this mark. 

The mark sought to be registered by the applicant corpora- 
tion consists of a representation of an eagle with spread wings and 
tail and with a panel extending horizontally across the center of 
the eagle’s body and having upon the panel the word “Eagle.” The 
applicant corporation applies the mark to motor trucks. 

It must be held the conclusion of the Examiner of Trade-Mark 
Interferences that the classes of goods are similar or substantially 
the same is sound. The applicant corporation has set forth a 
long list of registrations by various manufacturers of marks includ- 
ing an eagle in connection with various distinguishing designs, 
which registrations were made long prior to the date of use claimed 
by the opposer. In view of this condition the applicant has in- 
voked the doctrine of publicit juris with respect to the word or 
representation of an eagle. A number of these registrations were 
of marks including an eagle with a distinguishing design applied 
to automobiles. It may be deemed established that the opposer 
is not the first to apply a representation of an eagle to automobiles, 
since there is no evidence to the contrary with respect to these 
prior registrants. 

It must be deemed plain that if no one had, prior to opposer, 
used a mark upon automobiles including a representation of an 
eagle the opposition should be sustained. The eagle is the promi- 
nent feature of each mark; indeed it consists of substantially all 


there is of the applicant’s mark, and anyone who sought to pur- 
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chase the goods of one producer would be readily misled into 
purchasing those of another unless he looked at both marks. If 
he compared them, he would readily distinguish the differences; 
but if he were told that an Eagle automobile was a good one to 
buy he would not know whether he was getting one of the make 
recommended or not. (In re Reisch Brewing Company, 188 O. G., 
811; 39 App. D. C. 445 [3 T. M. Rep. 149].) 

This case is somewhat distinguished from the case of this 
opposer versus The American Motor Car Company, decided De- 
cember 18, 1912 [4 T. M. Rep. 45], on a motion to dissolve, in 
which case the testimony showed that the automobiles were known 
as “American” and “Case” automobiles and that there was no con- 
fusion. The case at bar is also to be distinguished from that of 
the Carson Glove Company, in which it was held there was no 
interference between a mark consisting of a representation of an 
eagle with extended wings perched upon a rock and holding in its 
beak a scroll and a representation of a bird described as an eagle 
perched upon a rock and accompanied by the words “La Rive 
Fréres.” It was noted in that case that the general appearance 
of the two marks was quite different and no opposition had been 
filed, and therefore no proof of any confusion or possible damage. 

As to the contention of the applicant corporation that the 
opposer has no broad right to the exclusive use of the representa- 
tion of an eagle, the adjudicated cases somewhat support this view. 
In the case of Liggett and Myers Tobacco Company v. Finzer 
(128 U. S. 182, 45 O. G. 943) the Supreme Court refused to hold 
infringement by the defendant, who used a red star on tobacco, 
of the mark of the complainant, which was a tin star applied to 
the same class of goods. The court largely rested its decision 
upon the fact that the complainant was not the first person to use 
a star on plug tobacco and could only be held to be the first to 
use a star made of tin and fastened as it was described. Somewhat 
the same view is expressed by the Court of Appeals, D. C., in 
the case of Nestlé and Anglo-Swiss Condensed Milk Company v. 
Walter Baker §& Company (167 O. G. 765, 37 App. D. C. 148). 
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In that case the fact that the appellant was not the first to use 


the representation of a woman upon chocolates was deemed mate- 


rial in refusing to sustain the opposition. A further interesting 
case, somewhat to the same effect, is that of the Shull-Day Co. v. 
The Levy Overalls Mfg. Co. (229 O. G. 1574, 45 App. D. C. 342 
[6 T. M. Rep. 484]). In this case the applicant sought to register 


the word and figures “Big 3,” with the figure of a man in overalls 
standing within the figure, and the registered mark of the opposer 
consisted of the words “Big Five,’ with the picture of five workmen 
grouped in a loop of the five. It appeared a third party had a prior 
registration of “Big 4” for the same class of goods, and it was 
held the opposer’s right to the use of the word “Big” was limited 
to its association with the particular figure five adopted by it, and 
the opposition was not sustained. 

These cases would be persuasive of applicant’s contention if 
it were not for the fact that the latter’s mark consists of nothing 
but the representation of the eagle and the word “Eagle.” There 
is nothing added to the “eagle,” nothing distinctive, and to register 
such a mark would be to register broadly the word or symbol 
“eagle,” thus giving, theoretically, a broader right to the applicant 
corporation than that which, in view of the prior registration, the 
opposer can maintain. It would seem, therefore, that even if the 
opposer is limited, by the prior rights of other users or registrants, 
to its particular design, yet the registration of applicant’s mark 
would conflict with opposer’s right. It is believed the applicant 
should not be granted registration. The decision of the Examiner 
of Trade-Marks sustaining the opposition is affirmed. 
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J. C. Down & Co., Inc. v. Newark Tortoise SHELL Novetty Co. 
(315 O. G. 812) 


United States Patent Office 


May 19, 1923 


Trape-Marxks—Opposirion—“Ivor-A mpre”—“Ivoroyp” ror Hann Mrrrors— 

ConFUSING SIMILARITY. 

The goods being the same, the first part of the mark “Ivor” would 
be impressed upon the mind of the average purchaser to such an 
extent that he would be likely, having in mind the particular class 
of goods be desired to purchase, to select the applicant’s goods for 
those of the opposer. 

Trade-mark opposition. Appeal from the Examiner of In- 


terferences. Affirmed. 


Serrell & Son, of New York City, for Dowd & Co. 
Frederick F. Schultz and Howard S. Neiman, both of New 
York City, for Newark Tortoise Shell Novelty Co. 


Kinnan, First Assistant Commissioner: The J. C. Dowd & 
Co., Inc., has filed an opposition against the registration, by the 
Newark Tortoise Shell Novelty Co., of the mark “Ivor-Ambre’’ 
for use on hand mirrors and picture frames. The opposer sets 
up use and registration of the mark “Ivoroyd’” for use on the 
same class of goods, long prior to the use claimed by the applicant. 

The applicant claims use of its mark on celluloid goods, where 
the handle or other part of the toilet article is made up of a white 
layer and an amber-colored layer, producing a two-color effect. 
Opposer uses its mark upon white material; but there is evidence 
that it has used it upon a combination of the ivory material and the 
amber material, and that when it so used it the word amber was 
used in connection with the mark to designate color or class, rather 
than as a part of a trade-mark. Applicant has objected to the in- 
troduction of this testimony in connection with the alleged use of 


the mark on the two-color goods, because such claim was not set 


forth in the pleading. Applicant vigorously contends that the op- 


poser should be confined to its pleadings. Applicant is right in 


this latter contention; but as I read the pleadings it is not believed 
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they exclude the evidence submitted in support of opposer’s claim 
to prior use of its trade-mark on goods possessing similar de- 
scriptive properties to those upon which applicant claims to have 
used its mark. It would seem the Examiner of Trade-Mark Inter- 








ferences was right in denying the motion to strike out this matter 
from the testimony submitted on the part of opposer. 

It must be held that the class of goods involved in the oppo- 
sition is the same. The question, therefore, to be decided is whether 





























the marks are so similar as to probably cause confusion in the 
trade. It is contended on the part of the applicant that only a 
portion of the opposer’s mark has been adopted and that such 
portion is descriptive and not subject to exclusive use by any one. 
The very excellent discussion of the various rulings in connection 
with marks having similar prefixes and dissimilar suffixes has been 
presented by both parties. Opposer notes that his registration 
was granted under the ten-year clause of the Act of 1905, and 
that applicant has taken substantially the principal or character- 
istic portion of the mark and has added thereto a descriptive term. 
The Examiner of Trade-Marks held the descriptive part—‘‘ambre’”’ 
—was but a misspelling of “amber,” and that this being descriptive 
it should be disregarded in determining the applicant’s right to 
registration. When this was done, the decision was reached that 
the word “Ivor” was sufficiently similar to opposer’s mark as to 
warrant the holding of probable confusion of goods or of origin. 

Conflicting interests in connection with marks of the character 
here disclosed—where the prefixes are similar and the suffixes are 
dissimilar—are frequent, and the adjudicated cases are not readily 
reconciled. It may be noted, however, that where the prefix is a 
word in common use having a well-known meaning some courts 
have held that there was no conflict if the suffixes were different. 
Of this character is the holding in the case of Feil v. Robbins Co. 
(C. C. A., 220 Fed. Rep. 650 [5 T. M. Rep. 163]), wherein the 
court held there was no conflict between “Sal-Vet” and “Saltone.” 
Also substantially such conclusion was reached in the case of Potter 
Drug § Chemical Corp. v. Pasfield Soap Co. (C. C. A., 106 2nd 
Cir., 106 F. R., 914), wherein “Cuticle” was held not to infringe, 
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in the absence of proof of confusion, the mark “Cuticura.” In 
such instances, however, the fact was emphasized that the first 
word or prefix was descriptive and quite commonly used in the 
trade. Where the prefix or first word is quite distinctive when ap- 
plied as a mark, there are cases holding that a different suffix 
or second word is not sufficient to avoid confusion. Holdings of 
this kind are the case of Nafziger v. Schulze Baking Co. (240 
O. G. 941, 46 App. D. C. 292 [6 T. M. Rep. 440]), wherein the 
marks “Butter-Krust” and “Butter-Nut” were held to interfere 
with “Butter-Cream.” Also in the case of Griggs, Cooper & Co. 
v. The Federal Coffee Mills Co. (240 O. G. 338, 46 App. D. C. 
317 [7 T. M. Rep. 281]). “Home Pride” was held to infringe 
“Home” and “Home Brand.” 

In the case at bar, the word “Ivor” is not a common word, 
and while it is suggestive yet it is not wholly descriptive. To the 
extent that it is not wholly descriptive, it would seem to be fanciful. 
Its long use by opposer in its mark may be deemed to have given it 
something of a secondary meaning. Since the testimony shows 
that opposer has sold goods having the two-color characteristics 
and has placed thereon its mark, it is believed the applicant’s mark 
if placed upon this same kind of goods would cause confusion in 
the minds of purchasers. The goods being the same, the first part 
of the mark “Ivor” would be impressed upon the mind of the aver- 
age purchaser to such an extent that he would be likely, having in 
mind the particular kind of goods he desired to purchase, to select 
the applicant’s goods for those of the opposer. It is believed any 
doubts in connection with probable confusion should be resolved 
against the newcomer. 

The decision of the Examiner of Trade-Marks is affirmed. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Fennine, A. C.: On appeal from the Examiner of Trade- 
Marks the word “Diamond,” enclosed in a diamond border, was 
held unregistrable as a trade-mark for soap, indicated in the ap- 


plication as made of diamond shape, in view of prior registrations 


for the same class of goods of marks comprising diamonds and the 
word “Diamond” associated with other words and symbols. Ez 
parte, Sheffield Mill & Elevator Company, 145 O. G. 1021, was 
declared controlling.’ 

Fennine, A. C.: On appeal from the Examiner of Trade- 
Marks, the word “Hillsweet” was held to be anticipated by the 
prior registration of “Hillside” as a trade-mark for fruits. 

The decision followed Ex parte, Marling & Evans, Ltd., 139 
M. D. 478 [12 T. M. Rep. 258] (‘“Marleva” and ‘“Marvella” de- 
ceptively similar) and distinguished from Ez parte, Tustin Lemon 
Association, 127 M. D. 294 [8 T. M. Rep. 366], wherein somewhat 
similar words were associated with widely different pictures.’ 

Fennine, A. C.: The Kwix Company opposed registration 
of the word “Trix” as a trade-mark for washing powder, claimed 
not to be soap, but shown by the labels to be used for washing 
dishes and all general washing purposes. Opposer’s mark “Kwix” 
was applied to a white paste alleged to be a soap, adapted to be 
used with or without water for the hands, bath and household. 
The colors and general appearance of the labels of the parties 
were different. 

The goods were held to be of the same descriptive properties. 
The marks, although not identical, were held to be so nearly iden- 
tical in appearance and sound as to cause confusion, especially in 
view of the class of purchasers of the goods in issue. (Citing 
The Moxie Co. v. The Wacker §& Birk Br’g & Malt Co., 124 M. D. 
295 [7 T. M. Rep. 595], in which “Proxie’” was held unregis- 


*Ex parte, Eli Lilly & Company, 142 M. D. 27, October 26, 1922. 
*Ex parte, David A. Beattie, 142 M. D. 28, October 26, 1922. 
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trable over ‘Moxie’; also Bradische Anilin §& Soda Fabrik So- 
ciety of Chemical Industry in Basle, 114 M. D. 48 [4 T. M. Rep. 
152].)* 

Fennineo, A. C.: Applicant sought to register “All-In-One” 
as a trade-mark for a cleaning and polishing preparation for glass 
and metals and for removing road tars and grease and preventing 
rust of metal work. Opposer established use of its trade-mark 
“Three In One” for an oil which “cleans and polishes, prevents 
rust, Jubricates’”’ and which has a great variety of uses. 

It was held that the goods were of the same descriptive prop- 
erties and that the marks were deceptively similar. 

The decision distinguishes the case from G. W. Cole Co. v. 
Marshall Oil Co., 1838 O. G. 994, and Cole Co. v. American Cement 
§ Oil Co., 180 Fed. Rep. 703, and referred to a final decree of the 
Supreme Court of New York entered October 4, 1897, in a suit 
by opposer’s predecessor against Pakas and Brecher, in which 
case defendant was enjoined from using “All-In-One,” the identical 
mark the applicant Scientific Mfg. Co. sought to register. 

The opposer was declared entitled to broad protection under 
the strict rule stated in Summit City Soap Works v. Standard Soap 
Co., 174 O. G. 587, 87 App. D. C. 604 [2 T. M. Rep. 36], par- 
ticularly in view of its extensive advertising and sales of its product.* 

lenninG, A. C.: The owner of a trade-mark and label widely 
known as “La Belle Chocolatiere,” displaying a woman carrying 
a tray, opposed the registration of a medallion showing the picture 
of a woman and two flying birds, described as ‘“‘a conventional pic- 
ture of the historic character Evangeline.” In the absence of evi- 
dence of any confusion having occurred, held that marks and labels 
were clearly distinguishable one from the other.® 

Fennine, A. C.: The mark “Vaprply” as applied to a mas- 


sage salve was held to be confusingly similar to “Vaporub”’ used 


on similar goods, particularly as the syllables “rub” and “ply” 


Kwix Company v. Williams, 142 M. D. 107, November 21, 1922. 

‘Three in One Oil Company v. Scientific Mfg. Co., 142 M. D. 104, 
November 18, 1922. 

*Walter Baker & Company, Limited v. United Retail Candy Stores, 
Inc., 143 M. D. 58, April 3, 1922. j 
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were practically identical in meaning and the respective labels of 


similar appearance.°® 

Kinnan, A. C.: Applicant, Taleum Puff Co., registered the 
words “Moon Dream,” and an interference was declared between 
it and appellee in regard to latter’s right to register the mark 
“Moon Kiss” for goods of the same descriptive properties. No 
question of priority being involved, the appeal concerns the question 
of the similarity of marks. Where, as in this case, two words are 
used, one of which is quite dissimilar, the usual tests are difference 
of opinion. It is not fair to place the marks side by side, as this 
is not as the usual purchaser finds them. It was held that there 
would be probably confusion between appellant’s and appellee’s 
marks, since the first word in each was apt to be retained in the 
mind better than the other; and the decision of the Examiner sus- 


taining the petition for cancellation was affirmed.’ 


Declaration 


FenninG, A. C.: The declaration filed as part of a trade- 
mark application by a foreign applicant set out that the foreign 
application for registration was filed on April 8, 1921, whereas 
the certificate of the foreign patent office filed in the case indicated 
that the application was in fact filed on April 9, 1921. 

The variance was held to be immaterial, and the declaration 
as filed was accepted as a substantial compliance with the statute, 


since there was no showing of fraud or intentional evasion.*® 


Descriptive Marks 


FenninG, A. C.: The word “Flakycrust” as a trade-mark for 
a powder used in making pie crust held descriptive. (Ez parte, 
The Sherwin-Williams Co., 1912 C. D. 226, 181 O. G. 267 [2 T. M. 
Rep. 380].)° 

*Vick Chemical Co. v. Treece Chemical Co., 143 M. D. 30, March 
31, 1993. 

7E. Burnham, Inc. v. Talcum Puff Co., 142 M. D. 277. 


‘Ex parte, James Nelson, Limited, 142 M. D. 58, November 1, 1922. 
*Ex parte, The Mills Brothers Co., 143 M. D. 78, April 6, 1923. 
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Fennine, A. C.: Application to register the words “Arch 
Restorer,’ with picture of an arch-supporting device, for shoes, 
refused as being closely analogous to Ex parte, Thomas G. Plant 
Co., 140 M. D. 289, wherein the terms “Arch Aide,’ “Arch Re- 
lief” and ‘“‘Arch Ease” were held descriptive and unregistrable as 
trade-marks for shoes.*° 

Fennina, A. C.: Applicant sought to register, under the pro- 
visions of the Act of 1920, the word “Similor” as a trade-mark for 


alloys for use in the manufacture of jewelry and jewelers’ goods. 


The Examiner’s action refusing registration was affirmed. The 
word “Similor’” comes from the French and is the usual word ap- 
plied to alloy used in the manufacture of jewelers’ goods. It was de- 
clared to be no more registrable than “Sterling” or “18-K’”’ for 
similar goods. Distinguished from Worcester Brewing Corp. v. 
Rueter, 1907 C. D. 151, in which “Sterling” was registered for ale, 
as in that case a real trade-mark use of the word had been made."* 

Kinnan, A. C.: Appeal from decision of the Examiner re- 
fusing registration of the words “Rim Wind” and “Rim Set” as 
a trade-mark for autoclocks on the ground that the words were 
merely indicative of a certain type of clock, and such as any 
dealer might use in describing his clocks. Although it was admitted 
that descriptive words were registrable under the Act of 1920, 
such a mark must be one used to distinguish the goods of one seller 
or manufacturer over all others of their class. (Citing decision of 
the U. S. Supreme Court in Elgin Natl. Watch Co. v. Illinois 
Watch Case Co., et al., 94 O. G. 755, 179 U. S. 665.) The defini- 
tion of a trade-mark there given by the court was considered as 
applying to marks sought to be registered under any acts now in 
force. Applicant’s marks merely convey a fact that the clocks are 
of a certain type. They lack the essentials of a trade-mark. 

The decision of the Examiner was affirmed.'* 

“Ex parte, The Robert Wise Co., 142 M. D. 94, November 13, 1922. 

“Ex parte, Marret, Bomin, Lebel and Guieu, 142 M. D. 119, Novem- 

22, 1922. 

“Ex parte, Keyless Auto Clock Co., 142 M. D. 250, January 13, 1923. 

























THIRTEEN TRADE-MARK REPORTER 


Fennine, A. C.: On appeal from the Examiner of Trade- 
Marks, the words “Arch Rest’’ were held to be merely descriptive 
as applied to boots, shoes and slippers, the case not being dis- 
tinguishable from Ez parte, Thos. G. Plant Co., 140 M. D. 236, 
237, 289, wherein ‘“Arch-Aide,’ “Arch Relief” and “Arch Ease”’ 
were held descriptive of the same goods. 

The mark, being merely descriptive, is not registrable under the 
present statute even though it may, through long use and extensive 
advertising, have acquired a secondary significance indicative of 
applicant’s goods. 

The incompatibility between the Act of 1905 and the Act of 
1920, if there is such, cannot change the controlling fact that the 


word here indicated is merely descriptive.** 


Geographical Term 








Kinnan, F. A. C.: 


a trade-mark for blouses, waists, gowns and dresses, held to be 


The words, “The House of France,” as 


merely geographical, and also deceptive, as indicating to the aver- 
age purchaser that the goods were imported from a business house 
in France.** 


“Ex parte, The Irving Drew Co., 142 M. D. 461, March 13, 1923. 
“Ex parte, Deutz and Ortenberg, Inc., 143 M. D. 146, April 20, 1923. 





